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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

held their
discovery
conference as
required under
Trademark Rules
2.120(a)(1) and

(@)(2)?

Proceeding. 91211392
Applicant Plaintiff

Hallmark Licensing, LLC
Other Party Defendant

Hallmark Industries, Inc.
Have the parties Yes

Motion for Suspension in View of Civil Proceeding With Consent

The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly, Hallmark
Licensing, LLC hereby requests suspension of this proceeding pending a final determination of the civil
action. Trademark Rule 2.117.

Hallmark Licensing, LLC has secured the express consent of all other parties to this proceeding for the
suspension and resetting of dates requested herein.

Hallmark Licensing, LLC has provided an e-mail address herewith for itself and for the opposing party so that
any order on this motion may be issued electronically by the Board.

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Respectfully submitted,

/david n johnson/
David N. Johnson

sara.grabill@hallmark.com, david.johnson@hallmark.com
pkjain2z@hallmarkus.com, dmirman@grr.com

02/18/2014
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HALLMARK LICENSING, LLC

Opposer, Opposition No. 91211392

V. CERTIFICATE OF ELECTRONIC MAI
T hereby cettify that this correspondence is being
sent to the TTAB via the Electronic System fok

Tradematk Trials and Appea]s (ESTTA) on this

day of ] 2014, ..
T . Bae—

David N. ]ohns

HATLMARK INDUSTRIES, INC.

Applicant.

L N N T N N N N

CONSENTED MOTION AND MEMORANDUM IN SUPPORT
TO SUSPEND PROCEEDINGS PURSUANT TO 37 C.R.¥. RULE 2.117(a)

Opposet Hallmatk Licensing, LLC (“Opposer”), with the consent of Applicant Hallmark
Industries Inc. (“Applicant™), hereby respectfully submits this Consented Motion and Memotandum
in Suppott of Motion to Suspend Proceedings in the above-referenced opposition procceding,

On December 23, 2013, Opposer (along with related entity Hallmark Cards, Incorpotated or
“HCT”) filed 2 Complaint against Applicant in the U.S. District Court for the Western District of
Atkansas, styled Hallmark Licensing, LI.C and Hallmark Cards, Incorporated v. Hallmark Industties
Inc.,, Case No. 13-5303 (“Civil Case™). 'The Complaint is attached hereto as Exhibit 1. Opposet’s
Complaint in the Civil Case asserts counts for: (1) declaratory judgment of no infringement by
Opposer and HCI; (2) declaratoty judgment of no unfair competition by Opposet and HCIL (3)
declaratory judgment of no dilution by Opposet and HCI; (4) trademark infringement by Applicant;
and (5) dilution by Applicant. All counts in the Complaint in the Civil Case relate to Opposet’s and
Applicant’s disputed rights in and to the HALLMARK matk and name, and variations thereof. One
of the primary issues in the Civil Casc is the relative use priority of the patties and thus the |

determination of which party ot patties may use and/or register the HALLMARI matk and
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variations. 'T'o date, Applicant has not answered ot otherwise responded to the Complaint in the
Civil Case, but must do so by April 22, 2014, unless this deadline is cxtended.

Based upon the foregoing facts, the co-pending litigation in the Civil Case involves issues in
common with those encompassed in the above-refetenced opposition proceeding cuttently before
the Board, for example, whether Opposer’s HALLMARIK mark creates a likelihood of confusion
with Applicant’s ttademark undet the Lanham Act, 15 U.S.C. § 1051, et seq, ot vice versa, and which
party has priotity in the HALLMARI and related marks. Opposer respectfully submits that
putsuant to 37 C.E.R. 2.117(a) and TBMP § 510.02 the Board should suspend the current
opposition proceeding until final determination of the co-pcnding lidgation in the Civil Case.

37 C.E.R. 2.117(a) provides, in pettinent part:

“(a) Whenever it shall come to the attention of the Trademark Trial
and Appeal Board that a party or patties to a pending case are
engaged in a civil action.. .which may have a bearing on the case,
proceedings befotre the Board may be suspended until termination of
the civil action....”

In this instance, both the cutrent opposition proceeding and the Civil Case involve the same
patties, the samec mark fot which registration is sought, as well as the same questions of likelihood of
confusion and ptiotity in use and right to use and register. The Civil Case is certain to have a
bearing on the cumrent opposition proceeding and accordingly, suspension of the above-captioned
opposition proceedings is plainly approptiate.

Opposet files this motion with the consent of Applicant.

The foregoing motion is made in good faith and not for the purpose of delay. For the

reasons set forth herein, Applicant respectfully requests that the Board grant its Consented Motion

to Suspend the Proceedings in the above-referenced opposition proceeding pending the outcome of
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the ditectly related Civil Case.

1143657.1

Respectfully submitted,

David N. _]ohéon, Esq.

Hallmark Catds, Incotporated

2501 McGee Trafficway, MD 339
Kansas City, MO 64108

Email: David.Johnson@hallmatk.com

ATTORNEYS FOR HALLMARK LICENSING,
LLC

SO CONSENTED:

HALLMARK INDUSTRIES INC.

; M B 02-14-2014

Pradip K, Jain, President

B




CERTIFICATE OF SERVICE

I hereby certify that, on this 18" day of February, 2014, a true and correct copy of the
foregoing Consented Motion to Suspend was served upon Applicant via e-maii to
pkjain2@hallmarkus.com and via first class mail to the following address:

Hallmark Industries Inc.

¢/o Pradip K. Jain, President
800 31% Street

Union City, NJ 07087

and that a true and correct copy was also sent via first class mail to counsel of record for
Applicant at the following address:

Donna Mirman, Esq.

Gottlieb, Rackman & Reisman, P. C.
270 Madison Avenue

New York, New York 10016

i 1 Pl

David N. Johnsor#”




. . 8, DISTRICT COURT
Exhibit1 WESTERN Dgﬁé%r ARKANSAS

IN THE UNITED STATES DISTRICT COURT DEC 23 2013
FOR THE WESTERN DISTRICT OF ARKANSAS g e
FAYETTEVILLE, DIVISION gy

DEPUTY CLERK
HALLMARK LICENSING, LLC, and '
HALLMARK CARDS, INC ORPORATED, PLAINTIFES
Vs. No:_ /3-8 303
HALLMARK INDUSTRIES INC., DEFENDANT

RULFK 7.1 CORPORATE DISCLOSURE STATEMENT

Pursuant to Federal Rule of Civil Procedure 7.1, Plaintiffs hereby disclose that Hallmark
Licensing, LLC (a Kansas T.LC), is wholly owned by Hallmark Cards, Incorporated, a privately-
held Missouri corporation. Plaintiff Hallmark Cards, Incorporated, hereby discloses that it has
no parent corporation and that no publicly held corporation owns ten percent or more of its stock,

Plaintiffs are currently unaware of all corporate affiliations with, or ownership interests
in, Defendant Halllﬁark Industries Inc. Nor are Plaintiffs currently aware of all corporate
affiliations with, or ownership interests in, two corporate entities Jacmel Jewelry Inc, and Wal-

Mart Stores, Inc., that have a significant interest and role in this litigation.



BRYAN CAVELLP

Craig 8. O’Dear (pro hagc vice petitions to be filed)
Terence J. Thum (pro hac vice petitions to be filed)
1200 Main Street, Suite 3800

Kansas City, MO 64105

(816) 374-3200 (telephone)

(816) 374-3300 (facsimile)

and

WRIGHT, LINDSEY & JENNINGS LLP

200 West Capitol Avenue, Suite 2300

Little Rock, AR 72201

(501) 371-0808

FAX: (501) 376-9442

E-MAIL: gjones@wli.com
eberger@wlj.com
bglasgow@wlj.com

By /s/ Gregory T. Jones
Gregory T, Jones (83097)
Exric Berger (2004210)
Richard Blakely Glasgow (2009157)

Attorneys for Plaintiffs Hallmark Licensing, LLC, and
Hallmark Cards, Incorporated
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UNITED STATES DISTRICT COURT
for the
Western District of Arkansas

HALLMARK LICENSING, LLC, and
HALLMARK GCARDS, INCORPORATED

Plaintiffis)
Y.

Civil Action No, / 5" §3é3

HALLMARK INDUSTRIES. INC,

NN TN S R Lo N ;X PN e

Dejéndant@
SUMMONS IN A CIVIL ACTION

“TG: (Defendant's name and dddress) HALLMARK INDUSTRIES INC.

A lawsuit has been ﬁled against you, ‘

' Within 21 days after service of this Summons of you (not cowiting the' day you received 1t) = or'60°days if you * L

“are. the United States or a United States agency, or an officei of employee of the United States described in Fed. R. Civ,
: (8)(2) o1 (3) — you must serve on the plaintiff'an answer to the attached complairt or a niotion undef Ruile 12 of
1 ederal Rules of Civil Procedure. The answer or motion must be served on the plaintiff or plaintiff’s attorney,
‘whose ndme and address are:  Greg Jones

Wright Lindsey Jennings:

200 W. Capitol Ave., Suite 2300

Little Rock, AR 72201

Iyou fail to respond, judgmeat by default will be entered against you for the relief demanded in the complaint.
You also must file your answer or motion with the couit.

CLERK OF COURT

Date: / 223 /3

' Signature.of Clerk or bepubz Clerk
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* Civil Action No.

PROOF OF SERVICE
(This section should not be filed with the court unless requived by Fed. R. Civ, P. 4 )

This summons for (rame of individual and title, if any)

was received by me on (dare)

..My feesate

Date;

00 I personally served the summons on the individual at (place)

on (dare) ; or

O I left the summons at the individual’s residence or usual place of abode with (name)

> & person of suitable age and discretion who resides there,

on (date) , and mailed a copy to the individual’s last known address; or

O T setved the summons on (name of individual) > wWho is

designated by law to accept service of process on bebalf of (name of organization)

on (date) y or
{3 Ireturned the summons unexecuted because ; or
O Other Gpecip):
o fortaveland§- - . - for services; foratotal of §. - - pgp..

I declare under-penalty of peljui'y that this information is true.

Server's sighalure

Printed name and title

Server's address

Additional information regarding altempted service, etc:



Notice and Consont — Exercize of Jurisdiction by 2 United States Magisirate Judge _— WDJ/AR FAY

UNITED STATES DISTRICT COURT

Western District of Arkansas
Hallmark Licensing, LL.C et al NOTICE AND CONSENT —
EXERCISE CF JURISDICTION BY A UNITED STATES
Plaintiff MAGISTRATE JUDGR
V.
Hallmark Indusiries, Inc. Case Number; 13-5303
Defendant

NOTICE OF AVAILABILITY OF A UNITED STATES MAGISTRATE JUDGE
T0 EXERCISE JURISDICTION

In accordance with the provisions of 28 U.8.C. §636(c), and Fed.R.Civ.P, 73, you arc notified that a United States
magistrate judge of this district court is available to conduct any or all proceedings in this case ineluding a jury or nonjury trial,
and to order the entry of a final judgment. Exercise of this jurisdiction by a magistrate judge is, however, permitted only if all
pacties voluntarily consent.

Youmay, without adverse substantive consequences, withhold your consent, but this will prevent the court’s jutisdiction
from being exercised by a magistrate judge, If any party withholds consent, the identity of the parties consenting or withholding
consent will not be communicated to any magistrate judge or to the district judge to whom the ease has been assigned.

An appeal from a judgment enfered by a magistrate judge shall be taken directly to the United States coutt of appeals for
this judicial cirenit in the same manner as an appeal from any other judgment of this district court,

CONSENT TO THE EXERCISE OF JURISDICTION BY A UNITED STATES MAGISTRATE JUDGE
In aceordance with provisions of 28 U,5.C, §636(c) and Fed.R,Civ.P, 73, the parties in this case consent to have & United
States magistrate judge conduct any and all proceedings in this case, including the itial, order the entty of a final judgment, and

gonduct all post-judgment proceedings,

Party Represented Signatures Date

Do not file this form electronically. Please return form with original signature(s) to:

United States District Clerk
35 East Mountain, Room 510
Fayetioville, Arlcansas 72701
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IN THE UNITED STATES DISTRICT COURT pe-n
FOR THE WESTERN DISTRICT OF ARKANSAS Y50 23 2013
FAYEITEVILLE DIVISION 5 5905 iy,

HALLMARK LICENSING, LLC, and U DRty ouy

HALLMARK CARDS, INCORPORATED, PLAINTIFFS

Vs, No: /3-S303 ji /y

HALLMARK INDUSTRIES INC., DEFENDANTS
COMPLAINT

Plaintiffs Hallmark Licensing, LLC (“Hallmark Licensing”) and Hallmiark Cards,
Incotporated (“Hallmark Cards”), for their complaint against defendant Hallmark Industries Inc,
(“HII"), state and allege as follows:

Nature of Action

L. This- is an action (A) for declaratory judgment seeking, among other things, a
.‘declaxat_ion u@der the E.édéia} .]‘Z_)ec_:la._ra_tolry Judgment Ac‘t,- 28 USC§§2201 and 2202, 'that- L
Hallmaik Licensing and I-Ia]hnlar_k Catds have not inﬁ“iﬁged or dilutéd any valid and enforcéable
- .ﬁ-adémérk o'f‘HII, nE)'1-:cbﬁjiﬁ:i'tt'éd"'jeil.fy- acts ‘Ojf"l‘lI"lfaij"-' competltlon, and (B) for money -cl‘amégéls and
.othet relief for ‘-1‘1'ademar1( infringeme;nt under 15 U.S.C. § 1125(a)(1)(A) and t.radel.nark dilution
under 15 U.S.C. § 1125(c).

The Parties

2. Hallmark Licensing is a limited Hability corporation organized and existing under
the laws of Kansas, with its principal place of business at 2501 McGee Trafficway, Kansas City,
Missouri 64108,

3. Hallmark Cards is a corporation organized and existing under the laws of
Missouri, with its principal place of business at 2501 McGee Trafficway, Kansas City, Missouiii

64108,



4, Upon information and belief, HII is a corporation organized and existing under
the laws of the State of New Jersey, with its principal place of business at 800 31st St., Union
City, New Jersey 07087,

Jurisdiction and Venue

5. This action arises under the Trademark Laws of the United States (15 U.S.C.
1051, et seq.). This Court has jurisdiction over the subject matter of this action pursuant to 28
U.S.C. §§ 1331, 1332(a), 1338, 15 U.S.C. § 1121, and under the Declaratory Judgment Act, 28
U.S.C. §§ 2201 and 2202, for purposes of granting the declaratory relief sought herein. Plaintiffs
Hallmark Licensing and Hallmark Cards and defendant HII are citizens of different states and the
amount in controversy exceeds the sum or value of $75,000, exclusive of interest and costs,

6. Venue is proper in this iudicia.l district pursuant to 28 U.S.C. § 1391 because (i) a
substantlal portion of the events glvmg rise to this actlon occurred in this judicial dlstnct and (11)‘
| .'HII is sub] ect o pelsonal Jurlsdlcuon in ﬂllS Jud1c:1a;l dlstl‘lct o | e

| ' I‘actu-ll Allegatmns Common to All Counts e

7. For many years, Hallmark Cards has used its iconic IIalhmrk uademaﬂ(. which
includes the familiar stylization and crown design (‘HALLMARK. Mark”)" , in connection with
the sale of a variety of goods and services. Hallmark Licensing, a wholly owned subsidiary of
Hallmark Cards, owns the rights to the HALLMARK Mark and related marks, and licenses the

HALLMARK Mark for selected use by third-parties and Hallmark affiliates,
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8. This trademark dispute between Hallmark Licensing, Hallmark Cards, and HII
arises primatily out of HII’s recent allegation that the licensing of the HALLMARK mark for
jewelry sold to Wal-Mart Stores, Inc. (“Wal-Mart”) constitutes an infringement of HII’s alleged
mark. Wal-Mart is headquartered in this District,

9. Hallmark Cards, originally known as Hall Brothers, has been designing and
producing its own greeting cards since 1915. The company’s founder; J.C. Hall, was intrigued
by the word “hallmark” used by goldsmiths as a mark of quality which also included his family’s
name. In 1928, Hallmark Cards began marketing its brand by using the Hallmark name on the
back of every card. Hallmark Cards began using the HALLMARK Mark in 1949, Hall Brothers
changed its name to Hallmark Cards, Incorporated in 1954.

10.  Over the years, Hallmark Cards has expanded its product line to include gift wrap
products, keepsalce orpaments, picture frmnes, serapbooks, ldtchenware and mugs, home déeor

: items 'inﬁteﬁeeé hnhbﬁﬁcel;leﬁts" Il;levi'es!; 'b‘o'.oks . stuffed ailirﬁels'" and toys:r 'apl;etel" and
. chelry Hallmalk Cards has marketed all of these ploduct lmes under thc HALLMARK Malk
| 11, HaIlmark Licensing is the owner of a W1de vauety of federal apphcatlons a.nd
registrations which include the word “Hallmark”, some of which pre-date 1988.

12.  Hallmak Cards has sold jewelry products for many decades. As early as 1942,
Hallmark Cards sold a Valentine’s Day greeting card bearing a removable gold lapel pin, Since
at least the 1960’s, Halimark Cards has sold jewelry bearing the HALLMARK mark, including a
line of combination products that consisied of greeting cards with jewelry for Hallmark Cards’
“Bveryday” card line. The jewelry included gold-filled pmé, stetling silver chains, gold-filled
charms, and the like. In the early 1970°s, Hallmark Cards introduced the “Hallmark Miniature

Gallery” line of products which included cameo-style pins.
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13. In 1975, Hallmark Cards acquired Trifari Krussman & Fishel (“Trifari”), a
jewelty company. In the late 1970’s and 1980’s, Hallmark Cards sold jewelry identified as
“Accents by Hallmark Cards,” which included the HALLMARK Mark. In the 1970°s and
1980’s, Hallmark Cards sold jewelry such as necklaces with lead crystal pendants identified as
“Little Gallery by Hallmark,” and also sold necklaces and bracelets using the HALLMARK
mark. In addition, for years (since at least the mid-1970’s), Halimark Cards has sold lapel pins,
necklaces and earrings of various materials, including cloisonné, ceramic, and metal, bearing the
famous HALLMARK. Mark. In 1988, Hallmark Cards sold Trifari, which at the time had
approximately 1,000 employees, to Crystal Brands.

14.  Even after ihe sale of Trifari, Hallmark Cards continued to sell jewelry using the
HALLMARK matk. For example, during the late 1980°s and early 1990°s, Hallmark Cards sold
eamngs ‘bracelets, and necldaces under the HALLMARK mark. Hallmark also sold jewelry

such as pms earrmgs, necklaces and b1acelets durmg the 1990’s 1dent1ﬁed as “Symbohc'

: Notlons ” again. bearmg the HALLMARK Malk Also in the 1990’5, Hallma1k Cdl‘dS sold o

| “Ha]lnruk Hawthorne Mano gleetmg calds with jewelry, In adchtlon to selhng jewelry of i 113‘
own designs, for many years Hallmark Cards has obtained lcenses from others, such as Diéney
an_d Mattel, to use their intellectual property on jewelry, which was marketed and packaged with
the HALLMARK mark. For example, in the late 1990’s and early 2000°s, Hallmark Cards sold
Jewelry, such as charm bracelets, charms, and metallic pins under the “Marjolein Bastin by
Hallmark™ label, which incorporated the HALLMARK mark. Hallmark Cards, through one of
its subsidiaries, also sold jewelry identified as “ensemble, A Hallmark company,” bearing the

HALLMARK Mark,
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15,  Hallmark Cards continved selling jewelry using the HALLMARK Mark
throughout the 2000°s. For example, Hallmark Cards costume jewelry was sold through the
Gold Crown Gift Collections catalog. These products included jewelry manufactured pursuant
to a license for “The American Girls” property, including the marks: “THE AMERICAN
GIRLS COLLECTION FROM HALLMARK?” and “COCONUT ™ AND AMERICAN GIRL.’S
BEST FRIEND FROM HALLMARK,” using the HALLMARK Mark. Hallmark Cards also
sold wrist watches, including those identified as “hoops and yoyo from Hallmark” using the
HALLMARK Mark.

16.  In 2010 and 2011, Hallmark Licensing’s predecessor, Hallmark Licensing, Inc.,
entered info several licensing agreements with Jacmel Jewelry Tnc. (“Jacmel”) for the use of
specific Hallmark Licensing trademarks which incorporate the HALLMARK Matk in connection
with jewelry, namely (a) CONNECT TONS FROM HALLMARK in Wal-Mart stores, (b).
HALLMARK GOLD CROWN in Halhnark Gold Crown stores and (c) SINCERELY or other
_ co]lectlon name followed by “from Hal]mark Cards Inc 2 1n QVC and other outlets

17. In April 2011, Jacme] began selling jewelry to Wal-Mart under the HALLMARK
Mark licensed by Hallmark Licensing. This jewelry sold by Jacmel bore the “CONNECTIONS
FROM HALLMARK” mark, which has been used for over ten years on Hallmark greeting cards
and other products sold to Wal-Mart. Jewelty products also continue to be sold in Hallmark
Gold Crown stores under the mark “HALLMARK CROWN COLLECTION.”

18.  As aresult of Hallmark Cards’ and Hallmark Licensing’s decades-long nse of the
famous HALLMARK. Mark in connection with jewelry, consumers are accustomed to seeing the

HALLMARK Matk used in the marketing of jewelry products.
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19, HII is the owner by assignment from Diastar, Inc., of two U.S. Trademark
registrations, HALLMARK DIAMONDS and HALLMARK RINGS, filed in 2003, long after
Hallmark Cards and Hallmark Licensing had first used the HALLMARK Mark in the marketing
of jewelry products at retail to consumers. Upon information and belief, HII is in the wholesale
jewelry business and does not market its products directly to consumers,

20.  In the mid-2000s, Hallmark Iicensing became aware that HIT was attempting to
register and use the marks “Hallmark Diamonds” and “Hallmark Rings” in connection with the
wholesale of high-end jewelry. Afier some initial objections o HII’s applications, Hallmarlk
Cards ultimately determined that the coexistence of the respective marks would be possibie due
to HII selling a different type of jewelry through wholesale trade channels to different customers.

21.  Recently, Hallmark Licensing discovered that HII applied io register the word
“Hallmarl(” as a standard charactel mark” fora broader range of Jewelry goods The specimens |

supporhng t]:us apphcatmn showed Jewehy that not only ‘llSBd the’ “Hallmark” ﬁatne but also .

- _.u';ed a eonfusmgly sumlar va11at10n of the famous crown logo-i in the HALLMAR_K Ma;lk oo

usod this var1at10n to attempi to pass off HII’s products as those of Hallmark Cfu ds.

22.  Shortly after these discoveries, Hallmark Cards contacted HII to discuss these
violations and a possible amicable resolution of the matter. During the course of these
discussions, to Hallmark Cards’ surprise, HII accused Hallmark Cards and Hallmark Licensing
of infringement and dilution, despite the fact that Hallmark Cards had been tlwie first to use the
HALLMARK Mark on jewelry and the parties had coexisted for quite some time in the use of
the Hallmark name on jewelry.

23, On December 3, 2013, HII demanded that Hallmark Licensing cease and desist

from all advertising, promotion and sales of jewelry under the “Hallmark” name. HII demanded
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that Hallmark Licensiﬁg terminate all sales to Wal-Mart, and that written confirmation of such
termination be provided by no later than December 9, 2013.

24.  HII'has claimed that it had previously sold jewelry to Wal-Mart.

25.  HII has threatened to a send a cease and desist letter to Wal-Mart unless Hallmark
Licensing complies with ITII’s demand,

26, On December 11, 2013, HII sent letters to Jacmel, demanding that Jacmel cease
and desist all advertising, promotion and sales of its jewelry to Wal-Mart under the “Hallmark™
name and that written confirmation of same be provided by no later than December 16, 2013.

27.  Even if HII could somehow demonstrate senior trademark rights to Hallmark
Licensing in the use of the name “Hallmark” on jewelry, which Hallmark Licensing and
Hallmark Cards deny, Hallmark Licensing’s current and intended licensing of marks that
incor porate the HALLMARK Mark for use on Jewelry does not mfnnge or dllute HII’

: tlademaﬂc rlghts f01 the followmg réasons:

- ). Hallmark Liconsing’s HALLMARK mark has ‘priority over HIP's marks as-fo. . ... :

jewelry;

(B) HII's trademark, if any, in the name “Hailmark” is not and was never famous and
thus there is no basis to claim dilution;

(C) Hallmark Licensing uses a wide variety of marks incorporating the HALLMARK
Matk on jewelry, but does not use the word “Hallmark” alone, mitigating potential confusion
with other “Hallmark” users in the jewelry field;

(D) in all cases, Hallmark Licensing has taken cfforts, through the use of the

HALLMARK Mark and in connection with marks such as “CONNECTIONS FROM
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HALLMARK” and “HALLMARK CROWN COLLECTION,” to identify the source of the
jewelry in the mark itself;

(E) Hallmark Licensing has used and licensed the HALLMARK Mark for use on
primarily costume jewelry sold to consumers at retail, while, upon information and belief, HIT
has been primarily a wholesaler of fine jewelry, such that the types of jewelry, targeted
customers, and channels of trade are different, thereby negating confusion, particularly since
HII’s customers would be professional buyers and thus sophisticated consumers not casily
confused;

(F) the word “hallmark” is an industry term that has an understood meaning in the
jewelry indusiry fo indicate, among other things, a marking of otigin or quality, and as such,
HII’s alleged rights in tlie “Hallmark™ mark for jewelry are non-enforceable or at least weak to
the pomt that the presence of other mark elements in the HALLMARK Mark, such as the

‘ styhzatlon and ctown demgn, should serve 10 dlstmgmsh between a vanety of dlffelent uscrs,'.

... and

((3) despite the many years of ct-)-éxiste_nce, Hallmark Licensing -is aware of no actual
consumer confusion, and no such actual confusion -has ever been alleged by HII

(H) HI’s claims against Hallmark Iicensing and/or Hallmark Cards are barred by the
doctrines of waiver, laches, equitable estoppel and/or unclean hands in that the parties have
coexisted in their respective uses with mutual knowledge for a long petiod of time — perhaps as
long as multiple decades — and HII has and continues to infringe Hallmark Ticensing’s senior
rights in the Hallmark Mark .

28.  HIs recent cease and desist letters to Hallmark Licensing and Jacmel amount to

nothing more than a bad faith attempt to extort licensing fees from Hallmark Licensing, If
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anyone is diluting or infringing, and attempiing to cause consumer confusion, it is HII and not
Hallmark Licensing,

29.  Whether or not HII is found liable for infringement or dilution through ifs use of
the HALLMARK Mark in conjunction with its jewelry, Hallmark Licensing and Hallmark Cards
seek a declaratory judgment that they are not infringing or diluting any of HIP’s alleged
trademark rights.

COUNT I-- DECLARATORY JUDGMENT OF NO SERVICE MARK INFRINGEMENT
BY HALLMARK LICENSING AND HALLMARK CARDS

30.  Hallmark Licensing and Hallmark Cards re-allege and incorporate each and every
allegation set forth in the preceding paragraphs of this Complaint as if fully set forth herein.
31.  Based on the foregoing allegations, there exists between the parties an actual case
or controversy of sufficient immediacy and reality to warrant declaratory relief.
; 32 Even if HII could somehow demonstrate semor tlddemalk reg1strat10n rlghts to .

’ Hallmark Llcensmg in the use of the name “Hallmark” on dlamonds and 1mg<:, which I-Iallmark

o Llcensmg and Hallmark Cards deny, Hallmark Llcemmg s Cllrl'el‘lt and ‘intended Ilcensmg ofthe ™

HALLMARK Mark for use on _]eweh'y does not infringe HIls trademark rights for the following
1easons:
(A) Hallmark Licensing’s HALLMARK mark has priority over HII’s marks as to
jewelry;
(B) Hallmark Licensing uses a wide variety of marks incorporating the HALLMARK
Mark on jewelry, but does not use the word “Iallmark” alone, mitigating potential confusion
with other “Hallmark” users in the jewelry field;
(C) in all cases, Hallmark Licensing has taken efforts, through the use of the
HALLMARK Mark and in connection with marks such as “CONNECTIONS FROM
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HALLMARK?” and “HALLMARK. CROWN COLLECTION,” to identify the soutce of the
jewelry;

(D) Hallmark Licensing has licensed used and licensed the FIALLMARK Mark for use
on costume jewelry sold to consumers at retail, while, upon information and belief, HII has been
a wholesaler of fine jewelry, such that the types of jewelry, targeted customers, and channels of
trade are different, thereby negating confusion, particularly since HII’s customers would be
professional wholesale buyers and thus sophisticated consumets not easily confused;

(E) the wotd “hallmark” is an industry term that has an understood meaning in the
jewelry industry to indicate, among other things, a marking of origin or quality, and as such,
HIl’s alleged rights in the “Hallmark™ mark for jewelry ate non-enforceable or at least weak to
the point that the presence of other mark elements in the HALLMARK Mark, such as the
stylization and crown design, should serve to distingﬁish between a variety of different users;
..., -(F) despite the many .years pf bg;existen_cqh Hallmark Licensing is aware of no actual
consumet ;;onfpsion, and no such actual confusion has ever been alleged by HIL |

(G) HII’s claims agaiﬁst Hallmark Licensing and/or Hallmark Cards are barred by the
doctrines of waiver, laches, equitable estoppel and/or unclean hands in that the parties have
coexisted in their tespective uses with mutual knowledge for a long period of time — perhaps as
long as multiple decades — and HII has and continues to infringe Halimark Licensing’s senior
rights in the Hallmark Mark

33.  Hallmark Licensing’s use of the HALLMARK Mark is, therefore, not likely to

cause confusion, to cause mistake, or to deceive.
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34.  Hallmark Licensing and Hallmark Cards respectfully request that the Court enter
a declaration finding that Hallmark Licensing has not infringed in its continuing wse of the
Hallmark name as part of the HALLMARK Mark in connection with the marketing and sale of
jewelry and has not infringed upon any of HII’s alleged trademark rights.

COUNT O -~ DECLARATORY JUDGMENT OF NO UNFAIR COMPETITION
BY HALLMARK LICENSING AND HALLMARK CARDS

35.  Hallmark Licensing and Hallmark Cards re-allege and incorporate the preceding
paragraphs as if set forth fully herein.

36.  Based on the foregoing allegations, there exists between the parties an actual
controversy of sufficient immediacy and reality to warrant declaratory relief.

37.  Hallmark Licensing’s licensing of the marks incorporating the HALLMARK

Mark for the sale of jewelry products fo consumers is not likely to cause confusion, cause

. mistake, or decelve as to the afﬁhatlon act1on of assoclatlon of Hallmark LIGBI]S]Ilg or Hal]mark -

Cards with HII, nor as to the ongm, sponsorshlp or approval of Hallmark Licensing’s or

" Hallinark Card’s JGWG]_I y products

38.  Hallmark Licensing and Hallmark Cards respectfully request that the Court enter

a declaration finding that Hallmark Liccnsiﬁg and Hallmark Cards have not committed unfair
competition as ertoneously alleged by HII and that Hallmark Licensing’s and Hallmark Cards’
continued use of the HALLMARK Mark in the manufacture, marketing and sale of jewelry will
not result in any unfair competition.

COUNT III - BECLARATORY JUDGMENT OF NO SERVICE MARK
DILUTION BY HALLMARK LICENSING AND HALLMARK CARDS

39.  Hallmark Licensing and Hallmark Cards re-allege and incorporate each and every

allegation set forth in the preceding paragraphs of this Complaint as if fully set forth herein.
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40.  Based on the foregoing allegations, there exists between the parties an actual case
or controversy of sufficient immediacy and reality to warrant declaratory relief.

41. HII’s alleged trademarks in HATLLMARK DIAMONDS and HALLMARK
RINGS are not and have never been famous as defined by 15 U.S.C. § 1125(c).

42,  Hallmark Licensing’s and Hallmark Cerds’ use of marks incorporating the
HALLMARK Mark in the marketing and retail sale of jewelry does not dilute HII’s mark in the
word “Hallmark” for diamond and ring products, because such use does not impute the qualities
of the HII’s trademark to jewelry products sold or licensed by Hallmark Licensing or Hallmark
Cards and does not otherwise blur or taint HII’s alleged marks,

43.  Hallmark Licensing and Hallmark Cards thus request that the Court enter a
declaration ﬁnding that ﬁallmark Licensing’s use of marks incotporating the HALLMARK
Mark in the marketmg and sale of Jewelry does not constitute dﬂutlon of I—III’s alleged trademark ~
’ r1ghts wnder 15 US.C. § 11255, - | | PR -

COUNTIV - TRADEMARK INFRINGEMENT (15 U.5.C: § LIS@(D(A),

44. Hallmark Licensil.ag realleges and incorporates each and evéry éllegation set forth
in the preéeding patagraphs as if set forth wholly herein.

45.  Hallmark Licensing is the exclusive owner of all right, title and interest to various
marks incorporating the HALLMARK. Mark as to jewelry products and any and all goodwill -
relating thereto.

46.  Counts IV and V herein are asserted in the alternative to Counts I II, and I1I in
the event that the Court finds that Hallmark Licensing and HII sell similar jewelry products in

the same trade channels and thus there is a likelihood of confusion between Hallmark
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Licensing’s use of marks incorporating the HALLMARIK mark and HII’s alleged trademarks in
HALLMARK DIAMONDS and HALLMARK RINGS.

47.  In this event, Hallmark Licensing asserts that it has priority in the HALLMARK
mark as to jewelry due to its use of the HALLMARK Mark in connection with the marketing and
sale of jewelry well prior to 1988, which is the date of first use alleged in HII’s 2003 applications
for registration of HALLMARK DIAMONDS and HALLMARK RINGS.

48.  HII has made and is currently making interstate commercial use of Hallmark
Licensing’s distinctive, valuable, well-noted, famous HALLMARK Mark and/or confusingly
similar variations thereof on or in connection with jewelry produects.

49.  HII has never requested or otherwise sought Hallmark Licensing’s consent,
authorization or a license to use Hallmark Licensing’s HALLMARK Mark and/or any
confusingly similellr val'iatipﬁs thereof,

| ' 50 + Ha]lmalk ii-ééllilS]EIlgl '.aﬁld - 'I;Ila'lhi.léfrk." 'Ceirc'i';s nei'n;,l":- hcensed, cnnsented - tE),ll or
.. otherwise autl_mrié‘:;(_i HII to use its distinctive, yaluable and well-known HALLMARK Matk or -
any co.nfusiln gly similar v;a;piations thereof. l |

51.  Upon information and lbelief, the jewelry products marketed, advertised, promoted
and sold by HIT are similar to and/or directly competitive with the jewelry products, marketed,
advertised, and promoted by Hallmark Licensing and/or Hallmark Cards in connection with the
valuable HALLMARK Mark.

32.  The conduct of HII, as set forth herein, is likely to cause, and in fact has caused
confusion, deception and mistake with respect to the origin of jewelry products offered by HIL
Under 15 US.C. § 1125(a)(1)(A), the actions of HII constitute willful infringement of the

HALLMARK Mark or components thereof.
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53, HII’s actions described herein, upon information and belief, were intentional and
therefore constitute infringement upon the HALLMARK Mark.

54.  HII’s aforesaid actions, in violation of 15 U.S.C. § 1125 (a)(1)(A), have caused or
will continue to cause damage and irreparable harm to Hallmark Licensing, and are likely to
continue unabated, thereby causing further damage and irreparable harm to Hallmark Licensing
and to the goodwill symbolized by and associated with the distinctive, valuable, well-known and
famous HALLMARK Mark, unless preliminarily and permanently enjoined and restrained by the
Court,

55.  Hallmark Licensing has no adequate remedy at law and will suffer irreparable
injury if HII is allowed to continue to wrongfully use the valuable and well-known HALLMARK
Mark and/or any confusingly similar variations thereof.

COUNTV - VIOLATION OF THE. FEDERAL TRADEMARK DILUTION ACT (15
e U8 §1125(0)) - N .

56.  Hallmark Llcensmg realleges and incor po1ates each and every allegatmn set forth

L in the p1ev1ous palagraphs of this Complamt as set fo1th in the pi‘eVIOUS pa1agraphs of this

Comiplaint as if fully set forth herein.

57.  The HALLMARK Mark has become an jconic and famous trademark by virtue of
the Jong and extensive use of the HALLMARK Mark on and in connection with the advertising,
marketing, promotion, offers for sale, and sale of various consumer products, including jewelry.
Consequently, the HALLMARK Mark has acquired a strong recognition and reputation among
the general public, trade, consumers, and the relevant purchasing public as denoting Hallmark

Cards as the source of origin.
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58. NIl has made and is currently making interstate commercial use of the distinctive,
valuable, well-known, and famous HALLMARK Mark and/or confusingly similar variation
thereof,

59, HII’s unlawful use and infringement upon the HALLMARK Mark began after the
TTALLMARK Mark became famous.

60.  HI’s unlawful yse and infringement upon the HALLMARK Mark has and is
continuing to dilute the distinctive nature of the HALLMARK Mark by lessening the ability and
capacity of the HALLMARK Mark to identify and distinguish Hallmark Cards as the sole origin
of its consumer products, including jewelry, thereby blurring the distinctive quality of the
HALLMARK Mark.

61.  HII’s unlawful vse and infringement upon the HALLMARK Mark bas and is
contmmng to dllute the distinctive nature of the HALLMARK Mark by nnputmg such qualmes '

1o HII § Jewelry ploducts and Iessemng the extenswe and valuable goodwﬂl quahty, and honml' i

- - that is assocmted w1th the. HALLMARK Ma:rk, thereby dlspara}gmg and tcumslnng the a

HALLMARK Malk

62. By virtue of HII’s acis hereinabove described, Hallmark Industries has violated
and continues to violate the provisions of, inter alia, the Federal Trademark Dilution Act, 15
- US.C. § 1125(c).

63.  HI’s aforesaid acts in violation of the Federal Trademark Dilution Act have
caused and continue to cause damage and irreparable harm to Hallmark Li censing, and are likely
to continue unabated, therefore causing further damage ﬁnd itreparable harm to Hallmark

Licensing and to the goodwill symbolized by and associated with its distinetive, valuable, well-
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known, and famous HALLMARK Mark, unless permanently enjoined and restrained by the
Court.

64.  Hallmark Licensing has no adequate remedy at law and will suffer itreparable
mjury if Hallmark Industries is allowed to continue to wrongly use HALLMARK Mark and/or
any other confusingly similar variations thereof,

PRAYER FOR RELIEF AS TO ALL COUNTS

WHEREFORE, Hallmark Licensing and Hallmark Cards respectfully request that the
Court enter judgment as follows:

A, Declaring that Hallmark Iicensing’s and Hallmark Cards® usc of the
HALLMARK Mark in the marketing and sale of jewelry does not infringe the purported
trademark rights of HII in the name “Hallmark” on diamonds, tings and other jewelry under 15

U.S.C §§ 1114 and 1125;

B Deelarmg that Hallmark Llcerismg 8 and I—Iallmark Cards use’ of the' Coo

. .HALLMARK Mark in connectmn WIth 1na1ks such as “CONNECTIONS TROM HALLMARK RN

'md “HALLMARK CROWN COLL]ZCHON” in the marketing and sale of jewelry does not '
mfringe the purported trademark rights of HII in the name “Hal]mark” on diamonds, rings and
other jewelry under 15 U.S.C. §§ 1114 and 1125;

C. Declaring that Hallmark Licensing and Hallmark Cards have the right to contine
to use the HALLMARK Mark in the marketing and sale of jewelty;

D. Declaring that Hallmark Licensing and Hallmark Cards have the 1 ght to continue
to use the HALLMARK. Martk in connection with such marks as “CONNECTIONS FROM
HALLMARK” and “HALLMARK CROWN COLLECTION” in the marketing and sale of

jewelry;
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E. Declaring that Hallmark Licensing’s and Hallmark Cards® use of the
HALLMARK Mark on jewelry does not constitute unfair competition under 15 U.S.C. § 1125;

F. Declaring that Hallmark Licensing’s and Hallmark Card’s use of the
HALLMARK Mark in connection with such marks as “CONNECTIONS FROM HATLMARK”
and “HALLMARK CROWN COLLECTION” on jewelry does not constitute unfair competitibn
under 15 U.S.C. § 1125;

G. Declating that Hallmark Licensing’s and Haltmak Cards’ use of the
HALLMARK Mark on jewelry does not constitute dilution under 15 U.S.C. § 1125(c);

H. Declaring that Hallmark Licensing’s and Hallmark Cards’ use of the
HALLMARK Mark in connection with such marks as “CONNECTIONS FROM HALLMARK”
and “HALLMARK CROWN COLLECTION” on jewelry does not constitute dilution under 15
. US.C. § 1125(c);, _

U Thr the Gourt find thet HiTs acts consiitite fnffingemént of the HATLMARK
Mafk-under 15 U.S.C. _§_1_125(a)_(-1)(A), which acts have damaged and will continue to damage
H-a-llniark Licensing; ) |

T That the Court find that HII’s acts constitute dilution under 15 U.S.C. § 17125((:),
which acts have damaged and will continue to damage Hallmark Licensing;

K. That HII, its agents, servants, representatives, related companies, SUCCESSOTS,
assigns, and all others in active concert or participation with them be permanently enjoined by
this Court:

(i) From using or registering the HALLMARK Mark, any confusingly similar or

colorable variations thereof, either alone or in combination with other words, symbols,
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components or the like, as a service mark, trademark, trade name component, or
otherwise to market, advertise, or identify the jewelry products of HII: and
(i) From otherwise infringing or diluting the HALLMARK Mark in any

confusingly similar variations thereof

L. That HII be ordeted to deliver up for destruction, within sixty (60) days of the
date of the entry for a permanent injunction, all jewelry products in its possession, custody, or
control or in the possession, custody, or control of its agents, representatives, and all those who
act in concett or participation with any of them, which bear the HALLMARK Mark and/or
colorable imitations or confusingly similar variations thereof;

M. That HII be ordered to account to Hallmark Licensing for all gains, profits, and
advantages derived from its infringement of the HALLMARK Mark, and other unlawful acts

- complained of herein;

N " That I—III be 'ofdéré& to file w1th this Court and éei‘vé: on .'I-Ia-i-lmélfk !.Lic'eh;ing and R

Hallmark Cards, within thirty (30) days after the entry of a permanent injunction order, a report
in writing, signed by Hallmark Industries under oath,'se;tting forth in detail the mannex and form
in which it complied with the injunction;

O. That judgment be entered in favor of Hallmark Lipensing and against HII for
money damages in an amount to be proven at {rial and that such damages be trebled pursuant to
15 U.S.C. § 1117(a) because of the deliberate and willful nature of HII’s acts;

P. That the Court order HII to compensate Hallmark Licensing for its costs and
attorneys’ fees incurred in bringing this action pursuant to 15 U.S.C. § 1117(a);

Q. For Hallmark Licensing’s and Hallmark Cards’ reasonable attorneys’ fees and

costs to the extent provided by law or committed to the discretion of this Court; and

1198413 18



R. For such other and further relief as the Court deems just and proper.

BRYAN CAVE LLP :

Craig S. O’Dear (pro hac vice petition to be filed)
Terence J. Thum (pro hac vice petition to be filed)
1200 Main Street, Suite 3800

Kansas City, MO 64105

(816) 374-3200 (telephone)

(816) 374-3300 (facsimile)

and

WRIGHT, LINDSEY & JENNINGS LLP

200 West Capitol Avenue, Suite 2300

Little Rock, AR 72201

(501) 371-0808

FAX: (501) 376-9442

E-MAIL: gjones@wlj.com
eberger@wlj.com
bglasgow@wlj.com

By /s/ Gregory T. Jones
Gregory T. Jones (83097)
- Eric Berger (2004210) .
Rlcha:ld Blakely Glasgow (2009157)
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